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1 DETAILED ACTION 

2 

3 Claims 1 - 28 are pending. 
4 

5 Specification 

6 

7 The title of the invention is not descriptive. A new title is required that is clearly 

8 indicative of the invention to which the claims are directed. 
9 

1 0 Claim Rejections - 35 USC § 101 

11 

12 35 U.S.C. 101 reads as follows: 

1 3 Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 

1 4 matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 

1 5 conditions and requirements of this title. 
16 

17 Claims 1 - 3, 6 - 20, 23 - 25, 27, and 28 are rejected under 35 U.S.C. 101 

18 because the claimed invention is directed to non-statutory subject matter. 

19 Regarding claims 1 - 3, 6 - 20 and 23 - 25, they are rejected as they are directed 

20 to a system implemented as software (e.g. see applicant's specification, pg. 16, par. 1). 

21 Software per se. fails to fall within any one of the statutory categories of invention. 

22 Regarding claims 27 and 28, they are rejected as they are directed to a computer 

23 program and a computer program recorded upon a carrier (e.g. signal). Software per 

24 se. and signals bearing software fail to fall within any one of the statutory categories of 

25 invention. 
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1 

2 Claim Rejections - 35 USC §112 

3 

4 The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

5 The specification shall conclude with one or more claims particularly pointing out and distinctly 

6 claiming the subject matter which the applicant regards as his invention. 
7 

8 Claims 11, 13, 14, and 25 are rejected under 35 U.S.C. 112, second 

9 paragraph, as being indefinite for failing to particularly point out and distinctly 
10 claim the subject matter which applicant regards as the invention. 

11 

12 Regarding claim 1 1 , it is rejected for lacking clarity and it appears nonsensical. 



13 Specifically, claim 1 1 directly contradicts parent claim 8. Claim 8 recites that the 

14 "encoding assistance data" comprises "scale factor data". However, claim 11 recites 

15 that the "encoding assistance data" does not comprise "scale factor data". Thus, a 

1 6 reasonable interpretation of claim 1 1 is not available to one of ordinary skill in the art. 
17 

18 Claim 13 recites the limitation "the scale-factors of the pre-encoded signal" in line 

19 2. There is insufficient antecedent basis for this limitation in the claim. For the purpose 

20 of examination, the examiner presumes the applicant to recite "scale-factors of the pre- 

21 encoded signal ". 
22 

23 
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1 Regarding claim 14, the term "substantially independent" is a relative term which 

2 renders the claim indefinite. The term "substantially independent" is not defined by the 

3 claim, the specification does not provide a standard for ascertaining the requisite 

4 degree, and one of ordinary skill in the art would not be reasonably apprised of the 

5 scope of the invention. Namely, one of ordinary skill in the art can not reasonably 

6 assess whether the claim recites parameters that are independent or parameters that 

7 are not independent. For the purpose of examination, the examiner presumes the 

8 applicant to recite "independent". 
9 



10 Claim 13 recites the limitation "the scale-factors of the pre-encoded signal" in line 

1 1 2. There is insufficient antecedent basis for this limitation in the claim. For the purpose 

1 2 of examination, the examiner presumes the applicant to recite "scale-factors of the pre- 

13 encoded signal ". 
14 

1 5 Claim Rejections - 35 USC § 102 

16 

17 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

18 form the basis for the rejections under this section made in this Office action: 

19 A person shall be entitled to a patent unless - 

20 (b) the invention was patented or described in a printed publication in this or a foreign country or in public 

21 use or on sale in this country, more than one year prior to the date of application for patent in the United 

22 States. 



23 
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1 Claims 1 -9, 11, 16 -22, 27, and 28 are rejected under 35 U.S.C. 102(b) as 

2 being anticipated by Hiroshi et al. (Hiroshi), "Digital Audio System", U.S. Patent 

3 Publication, 2002/0002412 A1. 

4 

5 Regarding claim 1, Hiroshi discloses: 

6 means (101) for receiving a signal (fig. 4:15; fig. 1 3:15); 

7 a pre-encoder ( 1 03) for pre-encoding the signal to generate a pre-encoded signal 

8 (fig. 9:10; fig. 4:22; fig. 13:22; par. 45; 46); 

9 a watermark processing means (109) comprising (fig. 9): 

1 0 a decoder (111) for decoding the pre-encoded signal to generate a decoded 

11 signal (fig. 9:11), 

1 2 a watermark embedder (1 13) for inserting a watermark in the decoded signal to 

1 3 generate a watermarked signal (fig .9:18), 

1 4 a re-encoder (1 1 7) for re-encoding the watermarked signal to generate a 

1 5 watermarked encoded signal (fig. 9:22); 

1 6 and wherein the pre-encoder (103) is operable to generate encoding assistance 

1 7 data and the re-encoder (117) is operable to re-encode the watermarked signal in 

18 response to the encoding assistance data (par. 45, 46, 74, 75). 
19 

20 Regarding claim 2, Hiroshi discloses: 

21 wherein the pre-encoder (103) is operable to include the encoding assistance 

22 data in the pre-encoded signal (par. 51 , 52). 
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1 

2 Regarding claim 3, Hiroshi discloses: 

3 wherein the pre-encoder (103) is operable to include the encoding assistance 

4 data in at least one ancillary data section of the pre-encoded signal (par. 50). 
5 

6 Regarding claim 4, Hiroshi discloses: 

7 storage means (105) for storing the pre-encoded signal (fig. 1 3:1 0). 
8 

9 Regarding claim 5, Hiroshi discloses: 

1 0 wherein the storage means (105) is operable to store the encoding assistance 

1 1 data (fig. 3:f; fig. 13:10 - herein it is noted that encoded data includes encoding 

12 assistance data and the encoded data is stored in memory). 
13 

14 Regarding claim 7, Hiroshi discloses: 

1 5 wherein the encoding assistance data comprises encoding quantisation control 

16 data (par. 17,48,49,55). 
17 

18 Regarding claim 8, Hiroshi discloses: 

1 9 wherein the encoding assistance data comprises encoding scale factor data (par. 

20 49, 50). 
21 

22 Regarding claim 9, Hiroshi discloses: 
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1 wherein the encoding scale factor data comprises a scale factor offset associated 

2 with a scale factor offset value between a first encoding rate and a second encoding 

3 rate (par. 49, 50). 
4 

5 Regarding claim 1 1 , it is rejected because, as best understood by the examiner, 

6 Hiroshi discloses scale factor values as required by claim 8. 
7 

8 Regarding claim 16, Hiroshi discloses: 

9 wherein the encoding assistance data comprises perceptual model data (par. 7, 
10 54). 

11 

12 Regarding claim 17, Hiroshi discloses: 

1 3 wherein the re-encoder (117) is operable to operate frame aligned with the pre- 

14 encoder (103) (par. 51, 52, 57, 58). 
15 

16 Regarding claims 18-20, Hiroshi discloses: 

1 7 wherein the signal is an audio signal; wherein the pre-encoded signal is pre- 

18 encoded in accordance with an MPEG audio compression standard; wherein the signal 

19 is a video signal (par. 71 , 72). 
20 

21 Regarding claim 21 , Hiroshi discloses: 
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1 wherein the pre-encoder (103) is operable to pre-encode a multiplicity of signals; 

2 the storage means (105) is operable to store the multiplicity of signals and the 

3 watermark processing means ( 109) is operable to individually embed a watermark in a 

4 plurality of signals, and further comprising means (119) for distributing the plurality of 

5 signals (Abstract, par. 7-9, herein Hiroshi discloses that the invention is operable 

6 respecting more than one signal). 
7 



8 Regarding claims 22, 27, and 28, they comprise method, program, and medium 

9 recitations, essentially similar to claim 1 , and they are rejected, at least for the same 
10 reasons as claim 1 . 

11 
12 

1 3 Claim Rejections - 35 USC § 103 

14 

1 5 The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

16 obviousness rejections set forth in this Office action: 

17 (a) A patent may not be obtained though the invention is not identically disclosed or described as set 

1 8 forth in section 102 of this title, if the differences between the subject matter sought to be patented and 

1 9 the prior art are such that the subject matter as a whole would have been obvious at the time the 

20 invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

21 Patentability shall not be negatived by the manner in which the invention was made. 
22 

23 Claims 6, 10, 12-15, and 23 - 26 are rejected under 35 U.S.C. 103(a) as 

24 being unpatentable over Hiroshi in view of Katayama et al. (Katayama), "Coding 

25 Device, Coding Method, Program and Recording Medium", U.S. Patent 

26 Publication 2002/0034376 A1 . 
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1 

2 Regarding claims 23 and 26, they are rejected, at least, for the same reasons as 

3 claim 1 . Furthermore, Hiroshi discloses a means to encode a signal at a first encoding 

4 rate, means for generating encoding assistance data, and means for utilizing the 

5 encoding assistance data to re-encode the signal (Hiroshi, fig. 4:15; fig. 13:15, par. 50). 

6 Hiroshi, however, does not appear to explicitly recite that the generated encoding 

7 assistance data includes "scale factor offset data" for re-encoding a signal at a second 

8 encoding rate. 



9 Katayama discloses that an encoder may include encoding assistance data 

1 0 comprising "scale factor offset data" for enabling a re-encoder to encode the signal at a 

1 1 second encoding rate (Katayama, par. 10-12). 

1 2 It would have been obvious to one of ordinary skill in the art to employ the 

13 methods of Katayama within Hiroshi. This would have been obvious because one of 

14 ordinary skill in the art would have been motivated by the flexibility to efficiently utilize 

15 encode signals on a systems with different bandwidth characteristics (Katayama, par. 4 

16 -6). 
17 

18 Regarding claims 23 and 24, the combination enables: 

1 9 wherein the pre-encoder (103) is operable to include the encoding assistance 

20 data in the pre-encoded signal; wherein the pre-encoder is operable to replace the 

21 scale-factors of the pre-encoded signal by a shifted version of the scale-factors of the 

22 second encoding rate (Katayama, par. 10-12). 
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1 

2 Regarding claims 6, 10, 12 - 15, they comprise essentially similar recitations as 

3 claims 23 - 26, and they are rejected, at least, for the same reasons as claims 23 - 26. 
4 

5 Conclusion 

6 

7 The prior art made of record and not relied upon is considered pertinent to 

8 applicant's disclosure: 

9 See Notice of References Cited. 
10 

1 1 A shortened statutory period for reply is set to expire 3 months (not less than 90 

12 days) from the mailing date of this communication. 

13 Any inquiry concerning this communication or earlier communications from the 

14 examiner should be directed to Jeffery Williams whose telephone number is (571 ) 272- 

15 7965. The examiner can normally be reached on 8:30-5:00. 

16 If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

17 supervisor, Emmanuel Moise can be reached on (571) 272-3865. The fax phone 

1 8 number for the organization where this application or proceeding is assigned is (703) 

19 872-9306. 
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